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Ikixtth ^MtB Qltrrmt (Htmvt nf App^ala

FOR THE NINTH CIRCUIT

No. 9410

Burgess Battery Company,

Appellant,

vs.

Coast Insulating Corporation,

Appellee.

PETITION FOR REHEARING

On behalf of the plaintiff-appellant, Burgess Battery

Company, we respectfully petition for rehearing, being

most sincerely convinced that the Court has been misled

to a wrong conclusion by our failure to give the Court a

sufficiently clear and accurate understanding of the dis-

closure of the Norris patent in suit.

The petition is based on the following points:

(1) The Court's description of the Norris invention

(Opinion, p. 3, 1. 23-25) is incomplete and shows that it

did not understand the Norris patent and "v^as led by that

to an erroneous conclusion.

(2) Having failed to properly understand the patent in

suit, the Court erred in finding that the elements of Norris

are present in the Delaney disclosure, and that Norris is

therefore invalid over Delaney for lack of novelty.



(3) Having failed to properly understand the patent

in suit, the Court erred in finding that the elements of

Norris are present in the Dillon disclosure, and that Nor-

ris is therefore invalid over Dillon for lack of novelty.

(4) Norris' concept is a real invention over the prior

art, as exemplified by Delaney and Dillon.

(5) In holding the Norris patent invalid for lack of

novelty over the Delaney and Dillon patents, the Court

did not give to the Findings of Fact of the District Court

the effect required by Rule 52 of the Rules of Civil Pro-

cedure and bv the decision of this Court in Occidental Life

Ins. Co. V. Thomas, 107 F.(2d) 876.

(1) The Court Failed to Understand the

Norris Invention

In describing the Norris invention (p. 3, lines 23-25 of

the Opinion), the Court stated that it comprises two ele-

ments "(1) A backing made of material having a high

degree of sound-absorbing efficiency" and ''(2) A perfor-

ated facing made of material having a low degTee of sound-

absorbing efficiency".

The incomplete definition of the second element of the

claim discloses the inaccurate and incomplete understand-

ing of the Norris invention which led to the Court's erro-

neous conclusion that Norris is invalid over Delaney and

Dillon for lack of novelty. The second element of the

Norris invention accurately defined is a tJiin, self-sus-

taining* perforated facing made of a material having a

low degree of sound-absorbing efficiency, in which the ratio

of perforated area to unperforated area is such that the

*Some of the claims define the facing as self-sustaining, others as stiff

or rigid. In other claims a material having this characteristic is specifically

claimed, namely, sheet metal. For the sake of brevity in this petition the

word "self-sustaining" is used throughout instead of the various alternative

terms used in the claims.



iDacking is substantially concealed. The emphasized* fea-

tures of the second element pf Norris which the Court

omitted from its definition, are not m^erp matters of words

but are matters of substance which ^define a real advance

in the art made by Norris.

Norris ' claims were limited to a thifi, ^^If-sustaining, per-

forated facing during pr^secutipn J)efpre the Examiner

when the same references on which this Court held the

claims invalid for lack pf novelty were gited by the Exam-
iner and the insertion of these differentiating limitations

resulted in the allowance of the claims.

The thinness and selLsustaining .character of the facing

is fully disclosed in the patent. Thus in lines 15-16 of

page 1 the facing is described as ijard, stiff material such

as sheet metal. In line 20 it is described as sheet metal

plate; in line 34 of page "2 it is described as a rigid sheet

membrane; in lines 42 and 43 of page 2 it is described as

^ rigid perforated membrane; in claim 1, which was held

invalid, it is described as a thin sheet of perforated metal;

in claim 3 it is described as a thin layer of self-sustaining,

iion-sound-absorbing, perforated material.

The Trial Court found the word '-'thin^' to be sufficiently

definite and descriptive of the Norris facing (Finding 8,

"I, 49). Appellee's expert. Dr. Burt, had no trouble in

understanding what was -meant by '' rigid ", '

' self-supportr

ing" and "self-sustaining" (I, 333).

Prom the standpoint of function and operation, a thin

perforated facing of non-sound-absorbing material differs

from a thick perforated facing of like material in that it

lias substantially no sound absorbing ahility (see test 2,

Exh. 23, II, 578 in which the sound absorption of a per-

forated sheet metal facing has an average of 6.6%),

whereas a thick perforated facing of a material which, in

Itself has a low degree of sound-absorbing efficiency will

'Emphasis ours through,Qttt this -petition, -unless otherwise noted.



absorb a considerable amount of sound in the perforations.

If it can be assumed that Delaney ever intended to employ

a facing of a material having a low degree of sound ab-

sorbing efficiency he intended to use such material of suffi-

cient thickness to obtain sound absorption in the perfora-

tions (Findings of Fact 18, I, 52-3) which feature was old

and well known prior to Delaney and is graphically illus-

trated in Fig. 2 of the Mazer patent 1,483,365 (II, 617).

The limitation to a self-sustaining facing is also impor-

tant from the standpoint of practical operation. A facing

of self-sustaining material is a decided improvement over

a non-self-sustaining material, such as the fabric of Dillon.

The provision of a self-sustaining facing permits one to

use materials such as sheet metal, hard-board and the like

which can be easily installed and which do not have a

tendency to sag when in use. Fabric facings require expert

workmanship to stretch the fabric in place and from the

standpoint of building construction are far less serviceable

than the facings of Norris. The deficiencies of the Dillon

construction were recognized by those skilled in the art

and they no doubt knew the advantages of a sheet metal

facing, but it was not until Norris came along that it was
shown that a perforated metal facing was as effective

acoustically as the perforated fabric of Dillon.

While Dillon 's fabric facings have a low degree of sound-

absorbing efficiency, due to the thinness of the material

from which the facing is formed, a non-self-sustaining ma-
terial such as the fabric disclosed and claimed by Dillon

and used commercially prior to Norris, is sound-transmit-

ting and, even in the absence of perforations, transmits a

high percentage of sound to the backing. As shown in

Test 3 of Exhibit 23 (II, 578) the average efficiency of an

absorbent backing and a facing of unperforated oil-cloth

is 60%, which is a fairly efficient sound absorber, and at

some frequencies, such as 256 and 512 cycles, its efficiency

is higher than that of the bare absorber alone (Test 1).

The limitations of a facing of the Dillon type were known
and are apparent, but this type of facing was employed



from 1922 until the Norris structure was placed on th'e

market in 1927 because the only alternative was the use

of a thick, self-sustaining facing such as Delaney discloses.

The Johns-Manville Company was a licensee under the

Dillon patent from 1922 on (Parsons, I, 223) but when

the Norris construction came on the market, Johns-Man-

ville was forced to seek a license under the Norris patent

because of the competition which it afforded (Parsons,

I, 228).

The other requirement of the Norris patent is that the

facing be perforated to a limited extent so that it will sub-

stantially conceal the backing. Even assuming for the

moment that the perforations of Delaney and Dillon are

of substantially the same size and spacing as Norris' per-

forations, although Delaney and Dillon say nothing what-

ever in their specifications with respect to the size and

spacing of the perforations, there are important differ-

ences between Norris and either Delaney or Dillon and

between Norris and the definition of Norris which this

Court adopted. These differences are what makes Norris'

structure a real invention over Delaney and Dillon as will

be pointed out in the following sections of this petition.

(2) The Court Erred in Holding That Norris Is Invalid

Over Delaney For Lack of Invention

In discussing the Delaney patent in the second paragraph

on page 4 of the opinion, the Court states that Delaney 's

facing, when made as it may be of metal, is no less rigid

and no more sound-absorbing than Norris' facing. The

Court clearly erred in the statement that Delaney 's facing

is no more sound-absorbing than Norris' facing.

The Delaney patent describes the facing as a sound-

absorbing facing. The Patent Office followed this disclo-

sure when it allowed the Norris claims over Delaney. In

the detailed description of the figures of the drawing (II,

625, 1. 40), Fig. 2 is described as the sound absorbing sur-

face of the block. Again in the paragraph beginning in



line 89 it is stated that the perforations b in the facing

give such facing a high sound-ahsorbing value. To say

that Delaney's facing is no more sound-absorbing than

Norris' facing is therefore clearly at variance with the

disclosure of the patent itself. Norris' facing is but 6.6%

sound-absorbing, which is for practical purposes, a non-

sound-absorber (Test 2, Exh. 23, II, 578) whereas the De-

laney patent distinctly states that the facing is of a high

sound-absorbing value.

The reference to a metal facing, or a facing of any of

the other non-sound-absorbing materials mentioned in the

paragraph beginning at the top of the second column of

the Delaney patent cannot be reconciled with the rest of

the specification unless we presuppose a facing of a thick-

ness that would not be useful for application to the interior

walls and ceilings of buildings.

Delaney used the principle of the Mazer patent 1,483,365

of making a non-sound-absorbing material, such as plaster,

into an absorber by providing long apertures in it and

could employ metal and obtain a facing in accordance with

the statements in his specification that the facing is of

high sound-absorbing value provided there was sufficient

depth to the perforations, but this would require a very

thick facing. There is specific testimony on this point

in the record. Dr. Sabine testified (I, 429-30) that to pro-

vide a metal facing which would be sound-absorbing in

itself, when perforated, it would be necessary to provide

a facing inches thick. When it is considered that treat-

ments of this sort are applied to the walls and ceilings

of finished rooms, it will be apparent that Delaney did not

teach the art what is taught by the Norris patent. The
Delaney patent was properly described by Judge Yankwich

as a paper patent {Delaney Patents Corp. vs. Johns-Man-

ville, et al, 29 F. Supp. 431), and as against a later patent

that has contributed materially to the advance of the art,

such a paper patent should not be given effect beyond what

it clearly discloses in unmistakable language.



(3) The Court Erred in Holding That Norris Is Invalid

Over Dillon For Lack of Invention

In considering the Dillon patent the Court stated that

his fabric membrane has obviously a lower degree of sound

absorbing efficiency than the "unwoven material" used as

its backing, and further stated that Dillon's facing is or

may be made of material having a low degree of sound

absorbing efficiency. On this basis the Court held Norris'

claims invalid for lack of novelty.

Even though Dillon has a facing of a non-sound-absorb-

ing material he does not have a self-sustaining facing of

non-sound-absorbing material as called for by the appealed

claims. Structurally a self-sustaining facing is a vast im-

provement over the flexible, fabric facing of Dillon and

that is the reason why Norris' construction substantially

replaced the Dillon construction on the market. In accord-

ance with the decision of this Court in the case of Morton

vs. Lleivellyn et al, 164 Fed. 693 and the many cases cited

on page 697, this alone is sufficient reason to dispose of

Dillon. Added to that the Dillon patent was a file wrapper

reference and was considered by the District Judge who
heard considerable testimony concerning Dillon and who
specifically held Norris' construction to be a patentable im-

provement over Dillon.

Norris differs from Dillon not only in the language of

the claims and in the provision of a structure that is me-

chanically a vast improvement over Dillon but the evi-

dence in this case clearly shows that the step from Dillon

to Norris was an inventive step. The replacement of the

fabric facing of Dillon by a self-sustaining facing of non-

sound-absorbing material was an inventive step. The

former is a sound-transmitting material whereas a self-

sustaining facing is a sound-reflecting material. Thus an

unperforated non-self-sustaining facing such as oil-cloth,

even though it is made of a material which does not absorb

sound in itself, transmits a great deal of the sound to the
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absorbent. Test 3, Exh. 23 (II, 578) and the curve B of

the left hand end of the graph, Exh. 24 (II, 579) shows

the performance of an unperforated sized fabric facing

and a sound-absorbing backing. As compared to curve A,

Exh. 24 and Test 1, Exh. 23, it will be noted that up to a

frequency of 512 cycles, this combination is more efficient

than the bare absorbent alone. The method of operation

of a non-porous facing of this sort is described beginning

in line 89 page 1 of the Wallace Sabine patent, Exh. 25

(II, 582). As there stated, a membrane of this character

which is not self-sustaining, is sound-transmitting. It

transmits the sound by yielding in vibration. As further

stated in the sentence in line 94 of the patent, the efficiency

of such a combination over the ordinary range of pitch of

the speaking voice is equal to that of the bare absorbent.

This is confirmed by the tests and the testimony of Dr.

Paul Sabine.

Prior to Norris it was thought necessary to employ a

sound-transmitting membrane, whether perforated or not,

if the efficiency of the backing material was not to be

impaired.

On the other hand, a self-sustaining material which can-

not transmit sound by yielding in vibration and which is

therefore sound reflective when unperforated has substan-*

tially no sound-absorbing capacity even when used as a

facing for a highly absorbent backing (Test 4, Exh. 23,

II, 578) and curve C of the left hand portion of the graph,

Exh. 24 (II, 579). These results were discussed in the

testimony of Paul Sabine, those of Test 3 and Test 4 being

discussed on page 146. In discussing the performance of

unperforated steel as a facing for an absorbent pad, the

witness stated (I, 147).

"Q. Would you or would you not say that unper-

forated sheet steel acts as an effective barrier to the

transmission of sound to the absorbent pad back of it,

thus rendering it inefficient as a sound-absorbing com-
bination?



A. I would say that it did act as an effective barrier

of sound because the coefficient shown there by the

test on the absorbents faced with unperforated steel,

an average of 12 per cent, is too small to be com-

mercially of any value."

The unobviousness of the Norris invention over Dillon

is fully discussed by the witness on pages 150-152. As the

witness stated, the fact that perforated fabric would form

an efficient facing for a sound-absorbing backing would

not lead one to believe that a perforated, self-sustaining

material, such as metal, would produce the same effect be-

cause of the differences between the performance of these

two facings when unperforated. This was the basis of

the second sentence of Finding of Fact 15 (I, 51-2) in

which the District Court found:

"15. * * * It was assumed by the man skilled in the

art that the date of the filing of the Norris application

that it was necessary to have a perforated fabric or

other non-reflective material which, when imperforated,

was capable of transmitting sound in order to have a

high sound-absorbing efficiency and that a perforated,

self-sustaining, stiff non-sound-absorber would inter-

fere with the sound-absorbing efficiency of the absorber

back of it."

Therefore in reaching the conclusion that the claims of

the patent in suit are invalid over Dillon, this Court has

totally disregarded the latter portion of Finding 15. This

portion of the Finding is not directed to an interpretation

of the Dillon patent but is supported by the factual evi-

dence of Dr. Sabine referred to above.
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(4) Norris Concept a Real Invention Over

the Prior Art

To correctly picture the advance made by Norris over

the prior art, as exemplified by Delaney and Dillon, the

Norris combination comprising a thin, self-sustaining, per-

forated facing of material having a low degree of sound

absorbing efficiency and a backing made of material having

a high degree of sound-absorbing efficiency must therefore

be borne in mind. The status of the art with respect to

perforated facings at the date of the Norris invention may
be summarized as follows, that is, the following construc-

tions were in use:

(1) Thin facings of non-rigid, sound-transmitting ma-
terials; and

(2) Thick facings of perforated materials, which ma-
terials per se might be either sound-absorbing or

non-sound-absorbing but which, if non-sound-ab-

sorbing, because of the thickness of the facing and
the length of the perforations produced sound-

absorption in the facing.

Dillon had shown that a perforated facing of sound-trans-

mitting material could be employed with a backing of sound-

absorbing material and such facing would not interfere

with the passage of sound to the absorber. It was known
prior to Dillon (Sabine patent, Exh. 25, II, 580) that a

facing of this sort, even when unperforated, produced re-

sults almost as good as the bare, unsightly absorbent alone.

Dillon's construction, however, was the only construction

that the art afforded in the form of a highly absorbent

backing and a perforated facing from 1922 until the Norris

material was placed on the market (Parsons, I, 223-4). The

art believed that it was either necessary to use an inher-

ently sound-transmitting material for the facing, with all

of the accompanying disadvantages of a non-rigid mate-
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rial; or, if a self-sustaining material were used, it was

believed that such materials would impair the efficiency of

the backing to an extent that made it necessary to use a

facing which in itself had some measure of sound-absorp-

tion. Mazer (ll, 616) and Delaney are examples of the lat-

ter types of structures. Neither of these latter structures,

however, was commercially used. The practical operators

in the industry presumably chose the fabric facings of

Dillon, with all its short-comings, in preference to the thick,

bulky structures of Delaney for application to the interior

walls and ceilings of rooms and other enclosures.

With this condition of the art, Norris taught that a

thin facing of a rigid, sound-reflecting material could be

perforated to a limited extent so as to etfectually conceal

the unsightly backing and at the same time not impair the

efficiency of tlie backing. To say that the conception of

this combination is lacking in novelty over Delaney and
Dillon is contrary to all tests of invention known to us.

These references were considered by the Examiner and

Norris ' claims allowed over them. The District Court con-

sidered these references, heard testimony with respect to

them by the witnesses produced by both parties and found

as a fact that Norris' combination was not disclosed by

the prior art (Finding of Fact 13, I, 51). The Court fur-

ther found, on the basis of the evidence of Storey, that

prior to the beginning of the suit, five licenses had been

granted by the plaintiff under which royalties totalling

$214,182.64 had been paid (Finding of Fact 10, I, 49-50).

The Norris product, when placed on the market with sub-

stantially no advertising (Norris, I, 86) made such inroads

into the business of Johns-Manville, which was operating

as a licensee under the Dillon patent, that Johns-Manville

was forced, in order to continue its sales, to change over

to the Norris type, and to acquire a license under the Norris

patent in order to do so without being an infringer of what
it considered to be a valid patent (Parsons, I, 228-35). The
Norris product has become the most widely used acoustical
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material on tlie market even though it is one of the most

expensive (Parsons, I, 238).

Therefore, all of the objective indications of invention

are present here in a marked degree, so much so that on

the factual side this record establishes beyond any pos-

sible doubt that Norris' conception of a thin, self-sustain-

ing, perforated facing used in combination with a backing

of sound-absorbing material so as not to impair the effi-

ciency of the backing was invention of high order. When
that condition is so clear as it is in this instance, a Court

should not rule that there was an absence of invention based

upon disclosures of devices whose deficiencies plainly ap-

pear and were so great that those devices disappeared

from use and from the market when the superior product

appeared and was recognized as attaining the desired end.

(5) The Court Erred in Disregarding the Findings of

Fact of the District Court

In Finding 13 (I, 51) the District Court specifically held

that the prior art does not disclose the combination of

Norris and in Findings 15 and 18 (I, 51-3) the District

Court made specific findings with respect to the Dillon and

Delaney patents. We direct the Court's attention to the

provisions of Rule 52 of the Rules of Civil Procedure and

to this Court's comments on Findings of Fact in Occidental

Life Insurance Co. vs. TJiomas, 107 F.(2d) 876. While it

might be asserted that a finding of fact with respect to

the disclosure of a prior art patent is not a true finding

of fact but is merely the District Court's interpretation

of a document, both Findings 15 and 18 go beyond a mere
interpretation of the Delaney and Dillon patents respec-

tively and contain actual fact findings based upon the evi-

dence. Thus the second sentence of Finding 15 is directed

to the belief of the art with respect to the use of self-

sustaining, stiff, non-sound-absorbing facings at the date
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of the Norris invention. This finding is based on Dr.

Sabine's testimony (I, 184):

*'A. I think Norris' discovery was in the fact that

a relatively small percentage of perforations would
maintain—a relatively small percentage of the perfor-

ations in a relatively rigid and self-supporting thin

sheet, would maintain, or allow the material back of it

to maintain, its full effectiveness as an absorbent.

That was Norris' discovery, in my estimation.

Q. What does the rigidity have to do with it!

A. The fact that the flexible facing had been found

to allow sound to pass through and be completely ab-

sorbed was known.

Q. That was by diaphragmatic action?

A. No, not in the case of the perforated.

Q. Unperforated.

A. In the case of the unperforated flexible dia-

phragm, the diaphragmatic action, so-called, was im-

portant, but in the case of a perforated flexible mate-

rial it was known that a relatively small percentage

of perforations would not decrease the sound absorp-

tion efficiency of a material which this perforated mem-
brane covered. That was known in the case of flexible

material, but it was not known in the case of a mate-

rial which was relatively stiff and rigid, as is sheet

metal."

Likewise the second sentence of Finding 18 is not di-

rected to an interpretation of the Delaney patent but is

also based upon the testimony of the witness Sabine. In

discussing the Delaney patent the witness testified as fol-

lows: (I, 429-30)

"A. He says: 'The acoustic blocks may be of vari-

ous shapes and sizes and in the form shown in the

drawings, comprises a shell 1, which may be made of

any suitable material or materials such, for instance,

as plaster, cement, fibrous material, wood, terra cotta

or in some instances metal.' In order to make a metal

block that would function as—which would have a

sound-absorbing face, and at the same time serve as
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^ building block or slab, you would have to have ^
material which would be extremely==—you would have

to have a heavy and expensive material, and it would
be quite impracticable as a building blpck.

Q. Woul^ it be possible, within the limits of prac-^

ticability, ^nc^ not going to an absurd depth for the

passage^ b, to build the facing of the Delaney block

of metal and give it a high sound-absorbing value?

A. Nej it would not be possible to. h9,ve a metal

facing such as—for a block such as he is describing,

that woulfil be, in and of itself, sound-absorbing, and
which would not be sound-absorbent when perforated,

unless it was very thick, and when I ^ay vei'y thick

I don't mean a sixteenth of an inch or an eighth of

p,n inch; I mean inches thick. That, of course,

is a matter of experiment on perforated surfaces in

general.*'

The District Court also found the Norris combinatioii

to be new and patentable. Novelty is a question of fact,

Bischoff v. Wethered, 9 Wall. 812. In that case the Su-

preme Court held that the construction of 8^, prior art

patent relied upon as a reference is properly determined

by the evidence before the court. The testimony of Dr.

Sabine with respect to the Delaney and Dillon patents was

30 accepted by the District Court and forms the basis of

Findings of Fact 15 and 18 and should therefore not

be overruled unless the Court's finding is clearly erroneous.

There is nothing in the opinion of this Court that indicates

that the Court considered such testimony to be clearly erro-

neous. The findings in the District Court are supported

by the testimony of Sabine and by the commercial use of

the Norris combination which is cpvered by the testimony

of Storey and Parsons.

We therefore believe that the decision is in direct conflict

with Eule 52 of the Rules of Civil Procedure in that the

District Court's findings with respect to the Delaney and

Dillon patents and with respect te the question of novelty

^are fully and amply supported by the evidence.
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CONCLUSION

In view of the above we respectfully submit that this

Petition should be granted. We sincerely believe that the

Court failed to understand the disclosure of the patent in

suit and to appreciate the differences between it and the

Delaney and Dillon patents. This is partially understand-

able because, while these references were discussed by us

in our earlier brief and argument the appeal was directed

to a different question and limitation of space and time

prevented us from giving these references fuller considera-

tion. We believe that in the interest of justice the Peti-

tion should therefore be granted.

Respectfully submitted,

LYON & LYON
Attorneys for Petitioner

Reginald E. Caughey
Of Counsel

Daniel V. Mahoney
Of Counsel
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I certify that this Petition for Rehearing, in my opinion,

is well founded in fact and law and that it is not filed for

the purposes of delay.

DANIEL V. MAHONEY.




